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DETAILED ACTION 

Claim Rejections - 35 U.SC §112 

1 . The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

2. Claims 37 and 38 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
that was not described in the specification in such a way as to reasonably convey to one 
skilled in the relevant art that the inventor(s), at the time the application was filed, had 
possession of the claimed invention. Regarding claims 37 and 38, the examiner is 
unable to find support for the subject matter in the claims. The examiner is able to find 
support for only one jaw having the increased traction, but the examiner is unable to find 
support for the first and second pads having a first traction characteristic. Furthermore, 
the examiner is also unable to find support for the first and second tissue contacting 
surfaces of the projections have a second traction characteristic that is different than the 
first traction characteristic of the first and second pads. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 
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4. Claim 1 is rejected under 35 U.S.C. 102(b) as being anticipated by Klieman (U.S. 
Patent 5,171,253). 

Regarding claim 1, Klieman discloses a device comprising a substrate having a 
surface capable of facing the tissue of a patient, a multiplicity of bristles each having a 
column strength and extending outwardly from the particular surface of the substrate 
wherein each of the bristles have a generally straight configuration. Regarding the 
statements of intended use and other functional statements, they do not impose any 
structural limitations on the claims distinguishable over Klieman, which is capable of 
being used as claimed if one so desires to do so. In re Casey, 152 USPQ 235 (CCPA 
1967) and In re Otto, 136 USPQ 458, 459 (CCPA 1963). Furthermore, the law of 
anticipation does not require that the reference "teach" what the subject patent teaches, 
but rather it is only necessary that the claims under attack "read on" something in the 
reference. Kalman v. Kimberly Clark Corp., 218 USPQ 781 (CCPA 1983). Furthermore, 
the manner in which a device is intended to be employed does not differentiate the 
claimed apparatus from prior art apparatus satisfying the claimed structural limitations. 
Ex parte Masham, 2 USPQ2d 1647 (1987). 

5. Claims 36-40 and 42-46 are rejected under 35 U.S.C. 1 02(b) as being 
anticipated by Fogarty (U.S. Patent 3,503,398). 

Regarding claim 36, Fogarty discloses a device comprising opposable first and 
second pads formed from a resilient material, a multiplicity of first projections disposed 
to extend outwardly of the first pad and provide a first tissue contacting surface, and a 
multiplicity of second projections disposed to extend outwardly of the second pad and to 
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provide a second tissue contacting surface, wherein the first and second projections 
interrelate to facilitate traction when the pads are moved toward one another. Regarding 
claim 37, Fogarty discloses a device wherein the first and second pads have particularly 
smooth surfaces, which are adapted to face the tissue of the patient and have a first 
traction characteristic. The examiner is interpreting the word particular to mean specific, 
therefore the examiner is interpreting the claim limitation to be that the first and second 
pads have a specific surface having a first traction characteristic. Regarding claim 38, 
Fogarty discloses a device wherein each of the first and second tissue contacting 

■a 

surfaces has a traction characteristic different from the first traction characteristics. The 
examiner believes that the smooth surface of the pad will have a low surface traction 
characteristic and the projections will have a higher surface traction characteristic 
especially in the direction of the sharp points of the projections. Regarding claims 39-41, 
Fogarty discloses a device wherein the projections are arranged in a pattern. In Figure 
5a Fogarty discloses the projections being in a waffle like pattern and in Figure 7 
Fogarty shows the projections being in a saw-tooth like pattern. Regarding claim 42, 
Fogarty discloses a device wherein each of the first and second projections has an axis 
and a radial cross-section of either a polygonal configuration or an irregular 
configuration. Fogarty discloses projections wherein the radial cross-section is an 
irregular configuration. Regarding claim 43, Fogarty discloses a device wherein the axis 
of at least one of the projections is disposed at an angle to the particularly smooth 
surface of at least one of the first or second pads. Fogarty discloses the projections are 
inclined at an angle of approximately 45 degrees relative to the particularly smooth 
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surface of the first or second pads. Regarding claim 44, Fogarty discloses a device 
further comprising opposable first and second jaws to fixedly support the first and 
second pads. Regarding claim 45, Fogarty discloses a device wherein the pattern of the 
projections provides traction with the tissue of a first magnitude in a first direction and 
provides traction with the tissue of a second magnitude in a second direction, wherein 
the first magnitude is different from the second magnitude and the first direction is 
different from the second direction (column 3 lines 31-43). Regarding claim 46, Fogarty 
discloses a device wherein at least on of the first projections and at least one of the 
second projections extend between a first end and a second end, wherein the first end 
is disposed in proximity to the particular surface of the first pad and the second pad and 
the second end extending outwardly of the first and second pad such that the radial 
cross-section of the projections progressively decrease in area from the first end to the 
second end. Fogarty discloses in the figures that the projections are substantially 
pyramid shaped and extend from a base on the surface of the pads to points extended 
away from the surface of the pads, therefore the cross-section area of the projections 
would progressively decrease from the first end or base end of the projections towards 
the second end or tip of the projections. 

Claim Rejections - 35 USC § 103 
6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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7. Claim 47 is rejected under 35 U.S.C. 103(a) as being unpatentable over Fogarty 
(U.S. Patent 3,503,398). 

Fogarty discloses the invention as claimed except for the radial cross-section of 
the first and second projections being ovular. It would have been an obvious matter of 
design choice to one skilled in the art at the time the invention was made to construct 
the first and second projections of the device of Fogarty with a ovular radial cross- 
section, since applicant has not disclosed that such solve any stated problem or is 
anything more than one of numerous shapes or configurations a person ordinary skill in 
the art would find obvious for the purpose of providing projections in a clamping device. 
In re Dailey and Eilers, 149 USPQ 47 (1966). 

Conclusion 

8. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. See PTO-892 for cited references the examine felt were relevant 
to the application. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Nicholas Woodall whose telephone number is 571-272- 
5204. The examiner can normally be reached on Monday to Friday 8:00 to 5:30 EST.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eduardo Robert can be reached on 571-272-4719. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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